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IMADA ET AL. 
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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 08 May 2003 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1 and 3-6 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1 and 3-6 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) Q Other: 
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A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 5/8/03 is acknowledged. 

Claims 1 and 3-6 are being considered on the merits. Claims 2 and 7-15 are cancelled. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1 and 3-6 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 1 is vague, indefinite and confusing in the recitation of "a filamentous fungus of a 
biologically pure culture, said filamentous fungus belonging to genus Neotyphodium and a final 
metabolic product being a chanoclavine", since the intended culture to be encompassed is 
unclear. 

Claim 4 fails to find proper antecedent basis in claim 1 for "wherein the symbiotic 
fungus whose final metabolic product is chanoclavine is selected by.. 5 ', since in claim 1 the 
strain is recited as "producing one chanoclavine as one final metabolic product". Claims 4-6 
are rendered vague and indefinite by the recitation "using chanoclavine as a marker". The nature 
of the marker and the process of screening therewith are not delineated with sufficient clarity. 

To clarify the invention and for the sake of consistency, the claims and specification 
should be amended to recite the respective Budapest deposit numbers (FERM BP) of the strains 
of claim 3. 

Claim Rejections - 35 USC § 102/103 

Claims 1 and 3-6 remain rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Cagas et al 

The claims are drawn to a composition comprising a fungus of the genus Neotyphodium 
which produces one chanoclavine as one final metabolic product and specific strains thereof. 



Application/Control Number: 09/824,590 
Art Unit: 1651 



Page 3 



The cited reference discloses a symbiotic fungus of the genus Neotyphodium which 
appears to be identical to the presently claimed symbiotic fungus (See, e.g., page 366) since it 
produces chanoclavine. The referenced microorganism appears to be identical to the presently 
claimed symbiotic fungus and is considered to anticipate the claimed symbiotic fungus since it is 
disclosed as being found to live in plant tissue, is of the same class as that of the microorganism 
claimed and is taught to be effective in the production of chanoclavine. Consequently, the 
claimed symbiotic fungus appears to be anticipated by the reference. 

In the alternative, even if the claimed symbiotic fungus is not identical to the referenced 
symbiotic fungus with regard to some unidentified characteristics, the differences between that 
which is disclosed and that which is claimed are considered to be so slight that the referenced 
microorganism is likely to inherently possess the same characteristics of the claimed 
microorganism particularly in view of the similar characteristics which they have been shown to 
share. Thus the claimed strain would have been obvious to those skilled in the art within the 
meaning of USC 103. 

Accordingly, the claimed invention as a whole was at least prima facie obvious, if not 

anticipated by the reference, especially in the absence of evidence to the contrary. 

Response to Arguments 
Applicant's arguments have been fully considered but they are not deemed to be 

persuasive. 

Applicants allege that the Examiner's recommendation was followed. However, it was 
recommended that the claim be amended to read - A composition comprising a biologically pure 
culture of a symbiotic filamentous fungus of the genus Neotyphodium and chanoclavine 
produced by the fungus--. This is not the language presented. 

In addition, in contradiction to the arguments, the amendment presented requires the 
production of "one chanoclavine as one final product" in claim 1 . Clearly the invention as 
claimed encompasses the production of further final products such as ergovaline by the strain. 
Therefore, contentions that the Neotyphodium strains of Cagas et al produce ergovaline and 
chanoclavine and that chanoclavine is not the final metabolic product is not relevant to the 
invention claimed. Moreover, only the specific strains of claim 3 have the touted property. 

The scope of the showing must be commensurate with the scope of claims to consider 
evidence probative of unexpected results, for example. In re Dill, 202 USPQ 805 (CCPA, 1979), 
In re Lindner 173 USPQ 356 (CCPA 1972), In re Hyson, 172 USPQ 399 (CCPA 1972), In re 
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Boesch, 205 USPQ 215, (CCPA 1980), In re Grasselli, 218 USPQ 769 (Fed. Cir. 1983), In re 

Clemens, 206 USPQ 289 (CCPA 1980). It should be clear that the probative value of the data is 

not commensurate in scope with the degree of protection sought by the claim. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Irene Marx whose telephone number is (703) 308-2922. The 
examiner can normally be reached on Monday through Friday from 6:30 AM to 3:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Wityshyn, can be reached on (703) 308-4743. The appropriate fax phone 
number for the organization where this application or proceeding is assigned is before final (703) 
872-9306 and after final, (703) 872-9307. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to Customer Service whose telephone number is (703) 308-0198 or the 
receptionist whose telephone number is (703) 308-1235. \Jt 




Irene Marx 
Primary Examiner 
Art Unit 1651 



